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DETAILED ACTION 



Continued Prosecution Application 



1. The request filed on Dec 06, 2000 for a Continued Prosecution Application (CPA) under 
37 CFR 1.53(d) based on parent Application No. 08/666,653 is acceptable and a CPA has been 
established. An action on the CPA follows. 



2. Claims 31-34, 35-38 and 39-42 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 31, it is unclear how Si a still picture" recites in line 1 1 relates to "a still picture" 
recited in line 7? If there are the same "picture", the Examiner suggests changing "a still picture" 
as recited in line 11 to —said still picture-. 

In claim 31, it is unclear how "a moving picture" recites in line 12 relates to "a moving 
picture" recited in line 8? If there are the same "picture", the Examiner suggests changing "a still 
picture" as recited in line 12 to -said moving picture-. 

In claim 31, it is unclear how " a picture to be reproduced as a still picture is recorded 
on the second recording medium" as recited in lines 9-10 relates to "a picture recorded on the 
second recording medium ... as a still picture is reproduced," as recited in lines 13-14? It is 



Claim Rejections - 35 USC § 112 



Application/Control Number: 08/666,653 
Art Unit: 2612 



Page 3 



appeared that same "picture" is first recorded on the second recording medium and later 
reproduced for the second recording medium. If this assumption is correct, please change "a 
picture" and "a still picture" as recited in claim 31, lines 13 and 14 to --said picture-- and --said 
still picture--. 

As for claim 35, it is noted that claim 35 contains the similar problem as claim 31 as 
discussed above, thus, the Examiner suggests the following changes: 

In claim 35, line 11, please change "a still picture" to -said still picture-; 

In claim 35, line 12, please change "a moving picture" to -said moving picture-; and 

In claim 35, line 13, please change "a still picture" to -said still picture-. 

In claim 32, it is unclear how "a still picture recorded on the first recording medium" as 
recited in line 3 relates to "a still picture recorded on the first recording medium" as recited in 
claim 31, lines 11-12? If there are the same "still picture", the Examiner suggests changing "a still 
picture recorded on the first recording medium" as recited in claim 32, line 3 to- said still picture 
recorded on the first recording medium—. 

As for claim 36, it is noted that claim 36 has the same problem as claim 32 as discussed 
above, thus, the Examiner suggests changing "a still picture recorded on the first recording 
medium" as recited in claim 36, line 3 to- said still picture recorded on the first recording 
medium-. 

In claim 33, it is unclear how "a moving picture is recorded" as recited in line 2 relates to 
"a moving picture is recorded" as recited in claim 31. lines 8-9? If there are the same "moving 
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picture", the Examiner suggests changing "a moving picture recorded" as recited in claim 32, line 
2 to— said moving picture recorded-. 

As for claim 37, it is noted that claim 37 contains the same problem as claim 33 as 
discussed above, thus, the Examiner suggests changing "a moving picture recorded" as recited in 
claim 32, line 2 to- said moving picture recorded-. 

As for claim 34, it is unclear how "a still picture", "a moving picture" and "information" as 
recites in line 2 relates to "a still picture", "a moving picture" and "information" as recited in claim 
31, lines 7 and 8? If there are the same "a still picture", "a moving picture" and "information", the 
Examiner suggest changing "a still picture", "a moving picture" and "information" as recited in 
claim 34, line 2 to -said still picture--, -said moving picture--, and —said information—. 

As for claim 38, 40 and 42, it is noted that claims 38, 40 and 42 contain the same problem 
as claim 34, thus, the Examiner suggest changing "a still picture", "a moving picture" and 
"information" as recited in line 2 of claims 38, 40 and 42 to -said still picture—, -said moving 
picture--, and -said information-. 

As for claim 39, it is noted that claim 39 contains the similar problem as discussed above 
for claims 3 1-38, thus, thus, the Examiner suggests the following changes: 

In claim 39, lines 7-8, please change "a moving picture" to -said moving picture-; 

In claim 39, line 9, please change "a still picture" to -said still picture-; and 

In claim 39, line 12, please change "a moving picture" to -said moving picture-. 



Application/Control Number: 08/666,653 Page 5 

Art Unit: 2612 



As for claim 4] , it is noted that claim 41 contains the similar problem as discussed above 
for claims 31-40, thus, thus, the Examiner suggests the following changes: 

In claim 41, line 7, please change "a moving picture" to -said moving picture--: 
In claim 41, line 8, please change "a still picture" to -said still picture--; and 
In claim 41, line 11, please change "a moving picture" to -said moving picture--. 
As for claims 40 and 42, it is noted that claims 40 and 42 contain the same problem as 
claim 34, thus, the Examiner suggest changing "a still picture", "a moving picture" and 
"information" as recited in line 2 of claims 40 and 42 to --said still picture--, —said moving 
picture—, and —said information—. 



3. The following is a quotation of the first paragraph of 35 U.S.C 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clean concise, and exact terms as to enable 
any person skilled in the art to which it pertains, or with which it is most nearly connected, 
to make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

4. Claims 31-42 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 



It is noted that all the newly added independent claims 3 1 , 35, 39 and 40 called for the 
limitations such that " a mode in which a still picture is reproduced out of a picture recorded 




Application/Control Number: 08/666 ? 653 



Page 6 



Art Unit: 2612 

as a moving picture on the second recording medium/recording medium ", and such 
limitations are not clearly disclosed in the instant application. 

If Applicants believe that such claimed limitations were disclosed in the instant 
Application in such full, clear, concise, and exact terms as to enable any person skilled in the art, 
it is respectfully requested that the Applicants specifically indicate where in the instant 
application disclosed those limitations of claims 31,35. 39 and 40 as discussed above. However, 
for the purpose of examination, the Examiner is assuming that Applicants had possession of such 
claimed limitations and rejection on claims 31-42 are as follows: 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (I), (2). and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



6. Claims-34-3S are rejected under 35 U.S.C. 102(e) as being anticipated by Inoue (U.S. 
5,710,954). 



Regarding claim 31. Inoue '954 discloses a photographing apparatus (see Figs. I, 12. 17 
and 25) comprising: 



Claim Rejections - 35 USC §102 
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a first recording section (i.e., noted (he use of a silver salt film) for recording, on a first 
recording medium, mainly still pictures together with information relating to the still pictures thus 
recorded (as shown in Figs. 4 and 9, it is noted that with the use of the magnetic recording 
circuit 13, the information relating to the still pictures recorded on the film may be recorded on 
a magnetic recording layer 51 of the film so that such information may be used when a still 
picture recorded on the film is printed; see col. 9, lines 30+ and col 11, lines 40+)\ 

a second recording (i.e., noted the use of Memory 111, 125 or 226) section capable of 
recording, on a second recording medium, moving pictures and also pictures to be reproduced as 
still pictures; and 

a mode selector for selecting among a plurality of shooting and reproducing modes (i.e., 
noted that with the use of control unit 30, 123 or 237 and the input units, the user may select 
among a plurality of shooting and reproducing modes; see Figs. 2, 5, 8 and 14-16), said 
shooting modes including a mode in which a still picture and information relating thereto are 
recorded on the first recording medium (see Figs. 2 & 5, col. II, lines 15+ and coi 26, lines 
39+), a mode in which a moving picture is recorded on the second recording medium, and a mode 
in which a picture to be reproduced as a still picture is recorded on the second recording medium 
(i.e., noted that both still/moving image signals generated by the image pickup device and signal 
processing unit have to record on the image memory first, so that they may be reproduced to 
display on the display monitor; see Figs. 12, 14-17 and 20, the elements 111, 125 & coi 19, 
lines 30+ and coi 21, lines 25+), said reproducing modes including a mode in which information 
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relating to a still picture recorded on the first recording medium is displayed (Figs. 7-9, col 3. 
lines 4+, col. 12, lines 10+ and col. 13. lines 15+), a mode in which a moving picture recorded 
on the second recording medium is reproduced (col. 21, lines 25+), a mode in which a picture 
recorded on the second recording medium so as to be reproduced as a still picture is reproduced 
(Fig. 15, col 21, lines 25-68), and a mode in which a still picture (i.e., Figs. 19 ,20 and 23, 
"STILL IMAGE" and noted the still image display in (he sub-monitor) is reproduced out of a 
picture recorded as a moving picture (i.e., Figs. 19, 20 and 23, "MOVING IMAGE" and noted 
the moving image display on the main-monitor) the second recording medium (i.e., the memory 
device as shown in Figs. 12 & 17). 

Regarding claim 35, Inoue '954 discloses a photographing apparatus see Figs. I, 12, 17 
and 25) comprising: 

a first recording section for recording (i.e., noted the use of a silver salt film), on a first 
recording medium, mainly still pictures together with information relating to the still pictures thus 
recorded (as shown in Figs. 4 and 9, it is noted that with the use of the magnetic recording 
circuit 13, the information relating to the still pictures recorded on the film may be recorded on 
a magnetic recording layer 51 of the film so that such information may be used when a still 
picture recorded on the film is printed; see col 9, lines 30+ and col. 11, lines 40+)\ 

a second recording section capable of recording (i.e., noted the use of Memory 111, 125 
or 226), on a second recording medium, moving pictures and still pictures; and 
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a mode selector for selecting among a plurality of shooting and reproducing modes (i.e.. 
noted that with the use of control unit 30, 123 or 237 and the input units, the user may select 
among a plurality of shooting and reproducing modes: see Figs. 2, 5, 8 and 14-16), said 
shooting modes including a mode in which a still picture and information relating thereto are 
recorded on the first recording medium (see Figs. 2 & 5, col 11, lines 15+ and col. 26, lines 
39+), a mode in which a moving picture is recorded on the second recording medium, and a mode 
in which a still picture recorded on the second recording medium (i.e., noted that both 
still/moving image signals generated by the image pickup device and signal processing unit have 
to record on the image memory first, so that they may be reproduced to display on the display 
monitor; see Figs. 12, 14-17 and 20, the elements 111 125 & col. 19 \ lines 30+ and col 21, 
lines 25+), said reproducing modes including a mode in which information relating to a still 
picture recorded on the first recording medium is displayed (Figs. 7-9, col 3, lines 4+. col 1 2, 
lines 10+ and col 13, lines 15+), a mode in which a moving picture recorded on the second 
recording medium is reproduced (col 21 lines 25+), a mode in which a still picture recorded on 
the second recording medium is reproduced (Fig. 15, col 21, lines 25-68), and a mode in which a 
still picture (i. e. t Figs. 19,20 and 23, "STILL IMAGE " and noted the still image display in the 
sub-monitor) is reproduced out of a picture recorded as a moving picture (i.e., Figs. 19, 20 and 
23, "MOVING IMAGE" and noted the moving image display on the main-monitor) the second 
recording medium (i.e., the memory device as shown in Figs. 12 & 1 7). 
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Regarding claims 32 and 36, Inoue '954 discloses wherein the information recorded on the 
first recording medium is information used when a still picture recorded on the first recording 
medium is printed (col If lines 30+ and col 12, lines 5+ of Inoue '954). 

Regarding claims 34 and 38, Inoue c 954 discloses wherein, a display for displaying a still 
picture, a moving picture, or information in any of the reproducing modes (see Figs. 6-7, col, 3, 
lines 4+, col 9, lines 7+, col 12, lines 70+ of Inoue '954). 



7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 



Claim Rejections - 35 USC § 103 



U.S.C. 102(0 or (g) prior art under 35 U.S.C. 103(a). 
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8. Claims 33 and 37 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over Inoue 
'954 in view of Itoh et al (U.S. 5,528,433). 

As for claims 33 and 37. Inoue ; 954 discloses that an aspect ratio of the picture can be 
varied for the still images with the use of the post-processing information input unit 27 (Figs. 6-7, 
col. 12, lines 5+ of Inoue '954), however, Inoue '954 does not explicitly shows wherein an 
aspect ratio of the moving picture can be varied as recited in claim 33 and 37. 

Nevertheless, the above mentioned claimed limitations are well known in the art as 
evidenced by Itoh '433. In particular, Itoh '433 teaches that it is well-known to vary an aspect 
ratio of the recorded moving picture, for example, changing the aspect ratio from 16:9 to 4:3 (see 
col. 3, lines 25+ and col 4, lines 45+; Figs. 1 and 4A-4B), so that both wide and normal picture 
signals may be displayed on the same display device and this provides convenient to users (see 
col. 1, lines 30+). 

In view of the above, having the system of Inoue ; 954 and then given the well-established 
teaching of Itoh '433, it would have been obvious to one having ordinary skill in the art at the 
time invention was made to modify the system of Inoue '954 as taught by Itoh '433, since Itoh 
'433 suggests at col. 1. lines 30+ that such a modification would allow recording/reproducing 
both a wide picture signal and a normal picture signal may be displayed on the same display 
device, and this would further enhance ambience (see col 7, lines 15+ of Itoh '433). Moreover, 
Itoh '433 further suggested that such modification is accordingly convenient to users because an 
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aspect ratio of the reproduced video signal may be varied automatically during the reproducing 
operation (see col. 1, lines 45+ ofltoh '433). 

9. Claims 39-40 and 41-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Inoue '954 in view ofltoh et al (U.S. 5,528,433), 

Regarding claim 39, Inoue '954 discloses a photographic apparatus (see Figs. 1, 12, 17 
and 25) comprising: 

a recording section capable of recording, on a recording medium (i.e., noted the use of 
Memory 111, 125 or 226), moving pictures and also pictures to be reproduced as still pictures 
(col. 19, lines 30+ and col. 21, lines 55+); 

a mode selector for selecting among a plurality of shooting and a reproducing modes (i.e., 
noted that with the use of control unit 30, 123 or 237 and the input units, the user may select 
among a plurality of shooting and reproducing modes; see Figs. 2 t 5, 8 and 14-16), said 
shooting modes including a mode in which a moving picture is recorded on the recording medium 
and a mode in which a picture to be reproduced as a still picture is recorded on the recording 
medium (i.e., noted that both still/moving image signals generated by the image pickup device 
and signal processing unit have to record on the image memory first, so that they may be 
reproduced to display on the display monitor; see Figs. 12, 14-17 and 20, the elements 111, 125 
& col. 19, lines 30+ and col. 21, lines 25+), said reproducing modes include a mode in which the 
moving picture recorded on the recording medium is reproduced (col. 21, lines 25+), a mode in 
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which a picture recorded on the recording medium so as to be reproduced as the still picture is 
reproduced (Fig. 15, col 21, lines 25-68), and a mode in which a still picture (i.e., Figs. 19 , 20 
and 23, "STILL IMAGE" and noted the still image display in the sub-monitor) is reproduced out 
of a picture recorded as a moving picture (i.e., Figs. 19, 20 and 23, "MOVING IMAGE" and 
noted the moving image display on the main-monitor) on the recording medium (i.e., the memory 
device as shown in Figs. 12 & 17); and 

Regarding claim 41, Inoue '954 discloses a photographic apparatus (see Figs. I, 12, 17 
and 25) comprising: 

a recording section capable of recording, on a recording medium (i.e., noted the use of 
Memory 111, 125 or 226), moving pictures and still pictures (col. 19, lines 30+ and col. 21 , lines 
55+); 

a mode selector for selecting among a plurality of shooting and a reproducing modes {i.e., 
noted that with the use of control unit 30, 123 or 237 and the input units, the user may select 
among a plurality of shooting and reproducing modes; see Figs. 2, 5, 8 and 14-16), said 
shooting modes including a mode in which a moving picture is recorded on the recording medium 
and a mode in which a still picture is recorded on the recording medium (i.e., noted that both 
still/moving image signals generated by the image pickup device and signal processing unit have 
to record on the image memory first, so that they may he reproduced to display on the display 
monitor; see Figs. 12, 14-17 and 20, the elements 111. 125 & col 19, lines J0+ and col 21, 
lines 25+), said reproducing modes include a mode in which a moving picture recorded on the 
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recording medium is reproduced (col. 21, lines 25+), a mode in which a still picture recorded on 
the recording medium is reproduced (Fig. 15, col 21, lines 25-68), and a mode in which a still 
picture (i.e., Figs. 19 , 20 and 23, "STILL IMAGE" and noted the still image display in the sub- 
monitor) is reproduced out of a picture recorded as a moving picture (i.e., Figs. 19, 20 and 23. 
"MOVING IMAGE" and noted the moving image display on the main-monitor) on the recording 
medium (i.e., the memory device as shown in Figs. 12 & 17). 

Furthermore, it noted that although Inoue '954 discloses that an aspect ratio of the picture 
can be varied for the still images with the use of the post-processing information input unit 27 
(Figs. 6-7, col. 12, lines 5+ of Inoue ( 954), Inoue '954 does not explicitly shows wherein an 
aspect ratio of the moving picture can be varied as recited in claim 39 and 41 . 

Nevertheless, the above mentioned claimed limitations are well known in the art as 
evidenced by Itoh c 433. In particular, Itoh '433 teaches that it is well-known to use an aspect 
ratio selector for varying an aspect ratio of the recorded moving picture, for example, changing 
the aspect ratio from 16:9 to 4:3 (see col. 3 } lines 25+ and col. 4, lines 45+; Figs. I and 4A-4B), 
so that both wide and normal picture signals may be displayed on the same display device and this 
provides convenient to users (see col. 1, lines 30+). 

In view of the above, having the system of Inoue '954 and then given the well-established 
teaching of Itoh '433, it would have been obvious to one having ordinary skill in the art at the 
time invention was made to modify the system of Inoue '954 as taught by Itoh '433, since Itoh 
'433 suggests at col. L lines 30+ that such a modification would allow recording/reproducing 
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both a wide picture signal and a normal picture signal may be displayed on the same display 
device, and this would further enhance ambience (see col. /, lines 15+ of Itoh '433). Moreover. 
Itoh '433 further suggested that such modification is accordingly convenient to users because an 
aspect ratio of the reproduced video signal may be varied automatically during the reproducing 
operation (see col 7, lines 45+ of Itoh '433). 

Regarding claims 40 and 42, Inoue '954 discloses wherein, a display for displaying a still 
picture, a moving picture, or information in any of the reproducing modes (see Figs. 6-7, col. 3, 
lines 4+, col. 9, lines 7+, col. 12, lines 10+ of Inoue l 954). 

10. Claims 19-26 are allowed for the reasons set forth in the previous Office action (please see 
paper no. 7 & 12). 



1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

a. lmaiida '369 teaches the apparatus and method for recording/reproducing a 
moving/still image on the recording medium and the aspect ratio selector for varying the aspect 
ratio of the image signals thereof. 



Conclusion 



• 
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b. Ootsuka '754 shows the camera including a first recording means (i.e., film ) for 
recording/reproducing a still image and second recording means (i.e., tape 52) for 
recording/reproducing a still image or motion image thereof. 

12. Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Aung S. Moe whose telephone number is (703) 306-3021. If attempts to 

reach the examiner by telephone are unsuccessful, the examiner's supervisor, Wendy Garber, can 

be reach on (703)305-4929. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington. D.C. 20231 

or faxed to: 

(703) 308-6306 

or: 

(703) 308-6296, (for informal or draft communications, please label 
"PROPOSED" or '''DRAFT") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA., Sixth Floor (Receptionist). 




February 20, 2001 



waiDYR. GARBER 
superJsqry PATENT EXAMINER 
TEC&TOLQGY CENTER 2600 




